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Art Unit: 3731 

DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



1 . Claims (61, 62, 63, 64, 65, 72, 73), (76, 77), and (78, 79) are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims (1), (2), and 
(3), respectively, of U.S. Patent No. 6,929,658. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because they are directed to the same 
invention; the application claims are merely broader in scope than the claims of U.S. 6,929,658. 
Regarding claim 62, claim 1 of U.S. 6,929,658 (which will be referred to as '658) claims the 
penetrating elements extending through the stent cover and extending over an outer surface of 
the stent cover. When this occurs, an inner surface of the stent (inner side of penetrating 
element) will be in contact with the cover. Regarding claim 63, claim 1 of '658 claims that the 



cover is disposed over the stent body. Regarding claim 65, the cover connectors of claim 1 of 
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'658 are claimed as integral with the connecting support members which are disposed between 
the plurality of ring sections. Therefore, there are cover connecting members that are proximate 
to the first and second ends of the stent. Regarding claim 73, claim 1 of '658 claims that the 
penetrating elements extend through the cover and over an outer surface of the stent cover. 
Regarding claim 79 of the instant application, claim 1 of '658 does not include the limitation that 
a penetrating member penetrates through both a first edge of the sheet and a second edge of 
the sheet. However, claim 3 of includes the limitation that penetrating elements extend through 
the stent cover adjacent the first edge and the second edge. If the edges overlap, a single 
penetrating member will penetrate both a first edge and a second edge of the sheet since it is 
penetrates the cover adjacent a first edge and the second edge is overlapping this first edge. 
The patented claims therefore anticipate the application claims. 

2. Claims 66-71 and 74-75 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,929,658 in view of 
Hillstead (U.S. 4,856,516). Regarding claims 66, 74, and 75, claim 1 of '658 claims a plurality of 
ring sections having at least one connecting support member extending between adjacent rings. 
Regarding claim 71, these connectors can be considered elongated wall sections. As Hillstead 
discloses, bar members disposed substantially in parallel to the central axis of a stent body are 
well known in the art for connecting a plurality of ring sections. This configuration provides a 
high degree of flexibility. Therefore it would have been obvious to one of ordinary skill in the art 
to align the connecting members of claim 1 of '658 in parallel to the central axis in order to 
achieve this high degree of flexibility. Regarding claims 67 and 68, claim 1 of '658 claims cover 
connecting members integrally formed with connecting support members. 
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Claim Rejections - 35 USC § 102 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 61-65 and 72-75 are rejected under 35 U.S.C. 102(b) as being anticipated by 
White et al. (U.S. 5,782,904). White et al. disclose a stent assembly comprising a stent including 
a substantially tubular expandable stent body with walls, a first stent end, a second stent end, 
and a central axis, at least two cover connectors associated with the stent body, each cover 
connector including at least one penetrating element, and a substantially tubular stent cover 
(16) in contact with a surface of the stent body and secured thereto by the penetrating elements 
penetrating through the stent cover (see fig. 3). 




Cover connector 
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5. Regarding claim 62, the stent cover is in contact with an inner surface of the stent body. 
The portion of (17) that is external to the graft member and forms the cover connector has an 
inner surface in contact with the stent cover (16). 

6. Regarding claim 63, the stent cover is in contact with an outer surface of the stent body 
(dotted portion of 17 in fig. 6). 

7. Regarding claim 64, the cover connectors are integrally formed with the stent body. 

8. Regarding claim 65, White et al. disclose cover connectors proximate to both ends of the 
stent (see fig. 2 and 3). 

9. Regarding claim 72, at least one of the cover connectors includes two penetrating 
elements. That is, each cover connector penetrates the cover at two points. 

10. Regarding claim 73, at least a portion of at least one penetrating element penetrating 
through the stent cover is bent over the stent cover (see col. 5 II. 28-32). 

1 1 . Regarding claims 74 and 75, the cover connectors are in line substantially parallel to the 
central axis (see fig. 2). 

12. Claims 61-70, 74-75, 78-82, and 84 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Love (U.S. 5,865,723). Love discloses a stent assembly comprising a stent 
including a substantially tubular expandable stent body (60,62) with walls (64, 72), a first stent 
end, a second stent end and a central axis, at least two cover connectors associated with the 
stent body, each of the cover connectors including at least one penetrating element (68) and a 
substantially tubular stent cover (74) in contact with a surface of the stent body and secured 
thereto by the penetrating elements penetrating through the stent cover. 

13. Regarding claims 62-65, see fig. 9. 

14. Regarding claim 66, the walls of the stent body comprise bar members disposed 
substantially in parallel to the central axis of the stent body. 
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15. Regarding claims 67 and 68, a cover connector is associated with a bar member. The 
cover connector is integrally formed with the bar member. The examiner is considering a single 
bar to be the portion of (66) between a pair of adjacent rings (64). As seen below, a cover 
connector is associated with a bar member. 



16. Regarding claims 69 and 70, the stent body comprises a plurality of ring-shaped wall 
sections (64) including at least one bar member extending between any two adjacent wall 
sections. 

17. Regarding claims 74 and 75, the cover connectors are in line substantially parallel to the 
central axis. 

18. Regarding claims 78 and 79, the stent cover is substantially a sheet in contact with a 
surface of the stent body so that a first edge and a second edge of the sheet overlap. The 
penetrating elements penetrate through both edges of the sheet where they overlap (see fig. 9). 

19. Regarding claim 80, Love discloses a method of making a stent assembly comprising 
the steps of providing a stent including a substantially tubular stent body (60, 62) with a first 
stent end, a second stent end and at least two cover connectors associated with the stent body, 
each cover connector including at least one penetrating element, contacting a sheet of material 
with a surface of the stent body so that a first edge of the sheet is in proximity of a second edge 
of the sheet so as to form a substantially tubular stent cover and piercing the sheet with the 
penetrating elements so that the penetrating elements penetrate through the sheet so as to 
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secure the sheet to the stent (col. 8 II. 32-50). The cover connectors penetrate the plane of the 
sheet. 

20. Regarding claims 81, 82, and 84, see fig. 9. 

21. Claims 61-64, 66-68, and 71 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Song (U.S. 5,330,500). Song discloses a stent assembly comprising a stent including a 
substantially tubular expandable stent body (10) with walls, a first stent end, a second stent end 
and a central axis, at least two cover connectors (41, 43) associated with the stent body, each 
of the cover connectors including at least one penetrating element (41 1) and a substantially 
tubular stent cover (91) in contact with a surface of the stent body and secured thereto by the 
penetrating elements penetrating through the stent cover. 

22. Regarding claims 62 and 63, see col. 3 II. 43-45. 

23. Regarding claims 64, the cover connector is integrally formed with the stent body (see 
fig. 3). 

24. Regarding claims 66-68, the cover connectors (41 1) are integrally formed with bar 
members (41 and 43) that are disposed substantially in parallel to the central axis of the stent 
body (see fig. 3). 

25. Regarding claim 71 , the stent body further comprises a plurality of elongated wall 
sections (31 , 35) disposed substantially in parallel to the central axis. 

26. Claims 61-65 and 76 are rejected under 35 U.S.C. 102(e) as being anticipated by Edwin 
et al. (U.S. 6,053,943). Edwin et al. discloses a stent assembly comprising a stent including a 
substantially tubular expandable stent body (122) with walls, a first stent end, a second stent 
end and a central axis, at least two cover connectors (62) associated with the stent body, each 
of the cover connectors including at least one penetrating element (end of 62) and a 
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substantially tubular stent cover (120) in contact with a surface of the stent body and secured 
thereto by the penetrating elements penetrating through the stent cover. 

27. Regarding claims 62-65, see fig. 9b, col. 10 II. 8-33, and col. 14 II. 14-25. 

28. Regarding claims 74 and 75, the cover connectors are in line substantially parallel to the 
central axis (see fig. 9b). 

29. Regarding claim 76, the sheet is brought into contact with the stent body such that first 
and second edges of the sheet substantially abut each other (col. 13, II. 3-8). 

30. Claims 80-82 are rejected under 35 U.S.C. 102(b) as being anticipated by Buirge et al. 
(U.S. 5,693,085). Buirge et al. discloses a method of making a stent assembly including the 
steps of providing a stent including a substantially tubular stent having a first and second end 
and at least two cover connectors associated with the stent body, each of the cover connectors 
including at least one penetrating element (col. 11, II. 30-35), contacting graft material with the 
surface of the stent so that a first edge of the sheet is in proximity of a second edge of the sheet 
so as to form a tubular stent cover (see fig. 18 and col. 12 II. 29-34), and piercing the graft with 
the penetrating elements so that the elements penetrate through the graft so as to secure the 
graft to the stent. 

31. Regarding claim 81, the sheet may be folded such that it is in contact with an inner 
surface of the stent body (see fig. 14). 



Claim Rejections - 35 USC § 103 

32. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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33. Claim 77 is rejected under 35 U.S.C. 103(a) as being unpatentable over Edwin et al. 
Edwin et al. discloses the invention substantially as stated above but fails to disclose that a 
cover connector has two penetrating elements, a first penetrating element penetrating through 
the stent cover proximately to the first edge of the sheet and a second penetrating element 
penetrating through the stent cover proximately to the second edge of the sheet. Edwin et al. 
does not expressly disclose that the connector members having two penetrating members, one 
being proximate to a first edge of the stent cover and the other being proximate to a second 
edge of the stent cover. However, looking at fig. 3B of Edwin et al., the examiner is considering 
a connecting member to be the portion of the stent that includes the two central barbs (64) and 
the connecting piece. Edwin et al. further discloses that the edges of the stent cover are brought 
into proximity to each other such that they abut each other (col. 13, II. 4-7). It would have been 
obvious to one of ordinary skill in the art to modify the device of Edwin et al. to have the 
penetrating members of the cover connectors spaced such that one penetrating member is 
proximate to one edge of the sheet and the other penetrating member is proximate to the other 
edge of the sheet because these barbs are located all the way around the device to help anchor 
the device. The point where the sheet edges abut will have penetrating members on either side 
of it, with a connecting portion of the connecting member there between. 

34. Claim 83 is rejected under 35 U.S.C. 103(a) as being unpatentable over Buirge et al. 
(U.S. 5,693,085) in view of White (U.S. 5,782,904). Buirge et al. discloses the method 
substantially as stated above, but fails to expressly disclose bending a portion of the penetrating 
elements penetrating through the sheet over the sheet. 

35. However, White et al. discloses that it is old and well known in the art to bend 
penetrating members used to connect a graft to a stent in order to have penetrating members 
project in opposite longitudinal directions along the graft body. This assists in preventing 
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longitudinal movement of the graft along the vessel in either direction (col. 3 II. 55-61). 
Therefore, it would have been obvious to one of ordinary skill in the art to modify the device of 
Buirge et al. to include the step of bending a portion of the penetrating elements penetrating 
through the sheet over the sheet as made obvious by White et al. in order to gain the advantage 
of preventing longitudinal movement of the graft along the vessel in either direction. 

36. Claim 84 is rejected under 35 U.S.C. 103(a) as being unpatentable over Buirge et al. 
(U.S. 5,693,085) in view of Love (U.S. 5,865,723). Buirge et al. discloses the method 
substantially as stated above, but fails to expressly disclose that the ends of the sheet overlap 
and the penetrating elements penetrate through the overlapping sheet edges. 

37. However, Love discloses that it is old and well known in the art to overlap the edges of a 
graft sheet in order to prevent leakage from the site where the two edges of the graft are 
connected (col. 7 II. 5-10). Furthermore, Love discloses that penetrating members placed where 
the sheet edges overlap can be used to enhance the connection between the edges (col. 8 II. 
38-50 and fig. 9). Therefore, it would have been obvious to one of ordinary skill in the art to 
modify the method of Buirge et al. to include overlapping edges on the graft such that a 
penetrating element penetrates through the overlapping edges as made obvious by Love in 
order to gain the advantage of a better connection between the graft edges. 

Allowable Subject Matter 

38. Claim 85 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: U.S. 5,755,778 to Kleshinski discloses a stent with penetrating members which 
penetrate a graft covering the stent and U.S. 5,397,355 to Marin et al. discloses a stent with 
penetrating members which can be used to connect a graft to a stent. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Kathleen Sonnett whose telephone number is 571-272-5576. The 
examiner can normally be reached on 7:30-5:00, M-F, alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anh Tuan Nguyen can be reached on 571-272-4963. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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